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Claims 1-36 have been examined. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-20, 22-29, and 31-36 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Girn et al., U.S. Patent Application Publication No. 2003/0113727. 

3. As per claim 1 , Girn teaches a system for assessing a person's inherited risk for 
disease, comprising a server, which is connected to a network, for communicating with a 
communication device that is used by the person, the server comprising a risk assessment 
program that performs a method comprising the steps of: querying the person for the person's 
family history information (see paragraph 0083); receiving family history information inputted by 
the person (see paragraphs 0090 and 0091); generating a family tree diagram based on the 
received family history information (see paragraph 0099); transmitting the family tree diagram to 
the person's communication device (see paragraph 0099); querying the person for family 
medical history information concerning members of the person's family (see paragraph 0100); 
receiving the family medical history information inputted by the person (see paragraph 0100); 
generating a family medical tree diagram based on the received family medical history 
information (see paragraph 0101); transmitting the family medical tree diagraph to the person's 
communication device (see paragraph 0101); receiving a request to generate a risk assessment 
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report that assesses the person's inherited risk for one or more diseases based at least in part 
on the received family medical history information (see paragraph 0109); generating the risk 
assessment report (see paragraph 0115); and transmitting the risk assessment report to the 
person's communication device (see paragraph 0116). 

4. As per claim 2, Girn teaches the system of claim 1 as described above. Gim further 
teaches the step of querying the person for the person's family history information includes the 
step of transmitting from the server to the communication device one or more web pages that 
enable the person to enter the person's family history information and transmit the inputted 
information to the server (see paragraph 0057). 

5. As per claim 3, Girn teaches the system of claim 1 as described above. Girn further 
teaches storing the received family history information in a database (see paragraph 0079). 

6. As per claim 4, Girn teaches the system of claim 1 as described above. Girn further 
teaches creating a graphics image file of the family tree diagram (see paragraph 0052). 

7. As per claim 5, Girn teaches the system of claim 1 as described above. Girn further 
teaches the step of querying the person for family medical history information includes the step 
of transmitting from the server to the communication device one or more web pages that enable 
the person to enter family medical history information and transmit the inputted information to 
the server (see paragraphs 0060, 0061 , and 0077). 

8. As per claim 6, Girn teaches the system of claim 5 as described above. Girn further 
teaches the web page enables the person to indicate that a member of the person's family has 
been diagnosed with one or more diseases or one or more conditions (see paragraph 0092). 

9. As per claim 7, Girn teaches the system of claim 6 as described above. Girn further 
teaches the one or more diseases include cancer, diabetes, Alzheimer's, or health disease and 
the one or more conditions include a pre-cancerous condition (see paragraph 0056). 
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1 0. As per claim 8, Girn teaches the system of claim 7 as described above. Girn further 
teaches if the person indicates that a member of the person's family has been diagnosed with 
cancer or a pre-cancerous condition, the step of querying the person for family medical history 
information concerning members of the persons family further includes the step of asking the 
person to select the part of the body where the member of the person's family was diagnosed 
with the cancer or pre-cancerous condition (see paragraph 0089). 

11. As per claim 9, Girn teaches the system of claim 8 as described above. Girn further 
teaches asking the person to select from a list of cancer types the type of cancer or pre- 
cancerous condition for which the family member was diagnosed (see paragraph 0089). 

12. As per claim 10, Girn teaches the system of claim 9 as described above. Girn further 
teaches enabling the person to indicate whether he or she is certain or uncertain of the type of 
cancer selected (see paragraph 0092, in particular, the "Yes/No/Don't Know" response type). 

1 3. As per claim 1 1 , Girn teaches the system of claim 6 as described above. Girn further 
teaches that if a member of the person's family has been diagnosed wit hone or more diseases 
or one or more conditions, the generated family medical tree diagram highlights the member of 
the person's family (see column 0102, in particular, "affected individuals" being displayed in a 
different color). 

14. As per claim 12, Girn teaches a system for assessing a person's inherited risk for a 
disease, comprising: a communication device having a user interface for allowing the person to 
receive and input information (see paragraph 0031); a server (see paragraph 0031); a network 
for allowing the communication device to communicate with the server (see paragraph 0029), 
wherein the server executes a risk assessment program comprising; a tree-creation module for 
generating a family medical tree diagram based on family medical history information inputted 
by the person into the communication device and received by the risk assessment program (see 
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paragraph 0095); and a risk assessment module for generating a risk assessment report that 
assesses the person's inherited risk for a disease based on the family medical history 
information (see paragraph 0115). 

15. As per claim 13, Girn teaches the system of claim 12 as described above. Girn further 
teaches the network is the Internet (see paragraph 0029). 

16. As per claim 14, Girn teaches the system of claim 13 as described above. Girn further 
teaches the communication device includes a web browser (see paragraph 0057). 

17. As per claim 15, Girn teaches the system of claim 14 as described above. Girn further 
teaches the server includes an HTTP server program for communicating with the web browser 
(see paragraph 0068). 

18. As per claim 16, Girn teaches the system of claim 15 as described above. Girn further 
teaches the risk assessment program is operable to transmit to the communication device one 
or more web pages that enable the person to input his or her family history information and to 
transmit the inputted information to the server (see paragraph 0057). 

19. As per claim 17, Girn teaches the system of claim 16 as described above. Girn further 
teaches the risk assessment program is operable to transmit to the communication device one 
or more web pages that enable the person to input his or her family medical history information 
and to transmit the inputted information to the server (see paragraphs 0060, 0061 , and 0077). 

20. As per claim 18, Girn teaches the system of claim 17 as described above. Girn further 
teaches the server has access to a database for storing the family history information and the 
family medical history information (see paragraph 0079). 

21 . Claims 1 9-20 and 22-27 recite substantially similar method limitations to those already 
addressed in claims 1-2, 4, and 6-10 and, as such, are rejected for similar reasons as given 
above. 
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22. Claims 28-29 and 31-36 recites substantially similar means plus function system 
limitations to those already addressed in claims 1-2, 4, and 6-10 and, as such, are rejected for 
similar reasons as given above. 



Claim Rejections - 35 USC § 103 

23. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

24. Claims 21 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over Girn 
et al., U.S. Patent Application Publication No. 2003/01 13727 in view of Bleicher et al., U.S. 
Patent No. 6,820,235. 

25. As per claim 21 , Girn teaches the method of claim 20 as described above. Gim does 
not explicitly teach the family tree diagram is one of a GIF, TIFF, PNG, and JPEG graphics 
image. Bleicher teaches a system for displaying clinical data in a web-based format in which 
images may be displayed in GIF or JPEG formats (see column 5, lines 54-62). It would have 
been obvious to one of ordinary skill in the art at the time of the invention to recognize the many 
available image formats for displaying the family tree diagrams of Gim. One of ordinary skill in 
the art would have been motivated to employ one of these commonly known types of formats for 
the purpose of providing a wide choice of available options for displaying the tree diagrams 
which is identified as a useful tool for identifying patterns of inheritance and risk (See paragraph 
0052). 

26. Claim 30 recites substantially similar additional limitations to those already addressed in 
claim 21 and, as such, is rejected for similar reasons as given above. 
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Conclusion 

27. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

• Evans teaches a system for determining individuals risk of hereditary disease. 

• Gasper teaches a system for constructing a three-dimensional tree-based data 
display. 

28. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Luke Gilligan whose telephone number is (571) 272-6770. The examiner 
can normally be reached on Monday-Friday 8am-5:30pm. 

29. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on (571 ) 272-6776. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

30. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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